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REMARKS 

Applicant has amended claim 74. 

Claims 1-258 remain pending in the application. Claims 28-73. 99-178, and 199- 
238 have been withdrawn from consideration by the Examiner. Of the claims that were 
examined (i.e., claims 1-27, 74-98, 179-198, and 239-258), claims 1 and 74 are 
independent. 

As an initial matter, Applicant wishes to thank the Examiner for the courtesy 
extended to Applicant's representative during the interview of January 29, 2008. The 
following remarks describe the substance of the discussion between the Examiner and 
Applicant's representative during the interview. 

In the Office Action, claims 74-98 were rejected under 35 U.S.C. § 1 12, second 
paragraph, for allegedly failing to particularly point out and distinctly claim the subject 
matter which Applicant regards as the invention. The Office Action states that with 
regard to claim 74's recitation of "\ . , providing, based on at least the first information, 
at least one type of color result prior to receiving information representative of a desired 
type of color result of a subject; . . the Examiner is uncertain of the newly added 
limitation since nothing has been done with this newly added step." Office Action at 2. 
During the interview, the Examiner suggested amending claim 74 to further improve the 
clarity of the claim language by adding a recitation referring to the association between 
the recited "desired type of color result" and the recited "at least one type of color 
result." 

Although Applicant respectfully disagrees with the Section 112, second 
paragraph rejection, Applicant has amended independent claim 74 to incorporate 
language consistent with the Examiner's suggestion during the interview. In particular, 
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amended claim 74 recites that "the desired type of color result [is] associated with said 
at least one type of color result." Claim 74, as amended, clearly complies with 
Section 1 12, second paragraph. Accordingly the rejection of independent claim 74 and 
dependent claims 75-98 under 35 U.S.C. § 1 12, second paragraph, should be 
withdrawn. 

In the Office Action, claims 1-6, 8, 10-27\ 74-81. 83-98, 179-186, 189, 190, 192, 
194-198, 239-247, 249, 250, 252, and 254-258 were rejected under 35 U.S.C. § 102(e) 
as being anticipated U.S. Patent Application No. 2002/0010556 to Marapane et al. 
(" Marapane "). Applicant respectfully submits that the claim rejection under 
Section 102(e) based on Marapane should be withdrawn because Marapane does not 
disclose all the recitations of independent claims 1 and 74. 

Independent Claim 1 

As discussed during the interview, Marapane does not disclose a method for 
providing hair tinting information including, among other things, "providing information 
relating to a plurality of hair tinting products " and "receiving third information 
representative of the subject's selection of at least one hair tinting product in the 
plurality of hair tinting products," as recited in claim 1 . (Emphasis added). Rather, 
Marapane discloses identifying and displaying "achievable end colors from which the 
recipient will be prompted to select." Page 4, paragraph [0045]; see also Fig. 1 , 
block 180. Further, Marapane discloses prompting a recipient to select from the 

^ Applicant notes that once again claim 17 was listed in the § 102(e) rejection statement 
and not in the § 103(a) rejection statement, yet was discussed only in the § 103(a) 
rejection. Therefore, for purposes of this response. Applicant will once again consider 
claim 17 and claim 18, which depends therefrom, to have been rejected under § 103(a). 



43 



Application No.: 10/098,574 
Attorney Docket No.: 08048.0029-00 

displayed achievable end colors (paragraphs [0032] and [0045]; block 190), and 
recommending to the consumer a hair coloring agent based on the consumer's 
selection at 190 (paragraph [0032]; block 200). Therefore, Marapane discloses 
displaying a plurality of achievable end colors from which to choose rather than 
"providing information relating to a plurality of tinting products " from which to choose, as 
recited in claim 1 . (Emphasis supplied). 

Only after a consumer has selected a desired end hair color (step 190) does 
Marapane provide any information about a product. (See Fig. 12.) Therefore, 
Marapane appears to only provide information about a single product (that achieves the 
selected desired end hair color). Id. Thus, Marapane does not provide "information 
about a pluralitv of hair tinting products," as recited in claim 1 . (Emphasis supplied). 

The Office Action at p. 12 cites Marapane at p. 2, paragraph [0029] and asserts 
that "Marapane discloses recommending hair color agents, as well as products." 
Applicant respectfully submits that the Examiner has misinterpreted Marapane 's 
disclosure in paragraph [0029]. In particular, paragraph [0029] indicates that at least 
one embodiment of the Marapane system may be "located at a retail counter for the 
purpose of analyzing and recommending hair coloring products ." (Emphasis added.) 
While Marapane refers to plural "products," in paragraph [0029], the system described 
in the rest of the Marapane publication appears to be configured to provide information 
about only a single product once the user has made a selection from a plurality of 
colors . Because paragraph [0029] refers to an embodiment wherein the system is 
located at a retail counter, the mention of recommending plural products in 
paragraph [0029] appears to merely refer to the fact that multiple customers who visit 
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the retail counter might each have a product recommended to them. In other words, 

this appears to be describing multiple occasions on which the system is used, and not 

any capability of displaying a plurality of products from which to choose. 

During the interview, the Examiner asserted that by showing a plurality of 

achievable end color choices, Maraoane "inherently discloses" a plurality of products, 

since one of ordinary skill in the art purportedly might surmise that each achievable end 

color choice corresponds with, and is achieved by, a product. Applicant respectfully 

disagrees. Applicant respectfully submits that this conclusion as to what one of ordinary 

skill in the art might have surmised does not provide proper support for an inherency 

assertion, and that, in fact, there is no support for the Examiner's inherency assertion. 

To establish inherency, the extrinsic evidence "must make 
clear that the missing descriptive matter is necessarily 
present in the thing described in the reference, and that it 
would be so recognized by persons of ordinary skill." 
"Inherency, however, may not be established by probabilities 
or possibilities. The mere fact that a certain thing may result 
from a given set of circumstances is not sufficient." 

In re Robertson . 169 F.3d 743, 745, 49 USPQ2d 1949, 1950-51 (Fed. Cir. 1999) 
(citations omitted) (emphasis supplied) (cited in M.P.E.P. § 21 12). Regarding the 
present facts, Marapane's mention of displaying a plurality of achievable end colors 
does not necessarily disclose displaying a plurality of products. Indeed, since 
Marapane describes displaying of "end colors" and displaying of a "product" separately, 
and even refers to the "product" of step 200 in Fig. 16 being recommended based on a 
selected achievable end color (see p. 3, paragraph [0032], last sentence), the end 
colors described in Marapane are different from products, and thus, cannot be equated 
with products. 
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Independent Claim 74 

As discussed during the interview, Marapane does not anticipate the method 
recited in independent claim 74. In particular, Marapane does not disclose a method of 
providing hair tinting information, including, among other features, "providing ... at least 
one type of color result prior to receiving information representative of a desired type of 
color result of a subject." In contrast to the recitations in claim 74 requiring the at least 
one type of color result to be provided "prior to" receiving information representative of a 
subject's desired type of color result, Marapane's step 170, which involves receiving a 
family color selection from a user, occurs before there is a displaying of achievable end 
colors in step 180. 

The Office Action at p. 13, paragraph 53, apparently refers to Marapane's step 
170 shown in Fig. 16 and asserts that "choosing a Family color is further defining the 
current state of the subject's hair" (emphasis added). This, however, appears to be a 
misinterpretation of the reference. The color family selection in step 170 is a selection 
of a desired color family, and not a current color family of the subject's hair. Because 
the system of Marapane takes machine readings of a subject's hair color (see, e.g., 
step 160 of Fig. 1), it would not make sense to require a subject to also make a 
selection indicating their current hair color. A user's current hair color would be input by 
the machine reading alone. Therefore, the color family selection mentioned in 
Marapane's step 170 refers to a user's selection of a desired color family. 

For at least the reasons explained above. Applicant respectfully submits that 
Marapane does not disclose all the claimed subject matter of independent claims 1 and 
74 and that, therefore, the § 102(e) rejection should be withdrawn. 
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REJECTION UNDER SECTION 103(a) 

In the Office Action, claims 7, 9, 82, 187, 188, 247, 248, 191, 193, 251, and 253 
were rejected under 35 U.S.C. § 103(a) based on Marapane . Each of these claims 
depends from one of claims 1 and 74. In light of the above-noted deficiencies of 
Marapane with respect to claims 1 and 74, Marapane fails to disclose all the recitations 
of claims 7, 9, 17, 18, 82, 187, 188, 191, 193, 247, 248, 251, and 253. Further, there is 
no motivation, suggestion, or teaching in Marapane or any other source to modify 
Marapane in a manner that would cure the deficiencies noted above with respect to 
independent claims 1 and 74. Additionally, these dependent claims include further 
limitations that distinguish from the cited art. 

For at least these reasons, a prima facie case of obviousness has not been 
established with respect to claims 7, 9, 17, 18, 82, 187, 188, 191, 193, 247, 248, 251, 
and 253. Accordingly, Applicant respectfully submits that the § 103(a) rejection of these 
claims should be withdrawn. 
Conclusion 

For at least the foregoing reasons, Applicant respectfully submits that each of 
independent claims 1 and 74 is allowable. In addition, each of claims 2-27, 75-98, 179- 
198, and 239-258 ultimately depends from one of these allowable independent claims 
and, therefore, should be allowable for at least the same reasons that the respective 
claim from which it depends is allowable. 

The Office Action contains characterizations and conclusions regarding the 
related art and Applicant's claims with which Applicant does not necessarily agree. 
Unless expressly noted othen/vise. Applicant declines to subscribe to any such 
characterizations and conclusions. 
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Applicant respectfully requests reconsideration of this application and the timely 
allowance of the pending claims. 

Please grant any additional extensions of time required to enter this response 

and charge any additional required fees to our Deposit Account 06-0916. 

Respectfully submitted, 

FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER. L. 



Dated: February 28, 2008 




: Thissell 
. 56,065 
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